
 

Trade Marks 

 

Frequently Asked Questions 

What is a trade mark? 

A 'trade mark' is any sign capable of distinguishing your goods or services from other 

goods and services. It may consist of words, logos, the shape of the goods or their 

packaging, or a combination of all of these.  

A registered trade mark gives the owner a monopoly right to prevent use of identical 

or similar marks on the same or similar goods or service.  

Details of how to register a trade mark are available at the Intellectual Property 

Office's website. The process of registration can take 6 to 9 months, before which 

only the limited protection of unregistered trade marks applies. A single trade mark 

for the whole of the EU is also available; this is known as a 'community trade mark'. 

A registered trade mark needs to be renewed every 10 years to keep it enforceable. 

Note, by registering a company name at Companies House you are not registering a 

trade mark. 

What kind of sign can be a trade mark? 

The sign can be anything that can be represented graphically. Words and pictures 

are the most common sort of trade marks. Sometimes other things can be trade 

marks if they can be graphically represented such as, smells (written as a chemical 

formula), sounds (written as music or shapes of sounds), 3D shapes (by drawings 

of them) and colours (as identified by a pantone colour number). 

You can't alter your trade mark or add goods or services once you've sent in your 

trade mark application form to the UK Intellectual Property Office (UK IPO). 

Furthermore, they will not refund your application fee for any reason, even if they 

object to your trade mark. So, it's worth understanding as much as you can about 

what signs can be registered before you fill out your application form. 

http://www.ipo.gov.uk/
http://www.ipo.gov.uk/
http://www.ipo.gov.uk/


To save yourself time and money, you should consider the following: 

 Is your trade mark a distinctive word, logo, picture or other sign that will 

clearly identify your goods or services from those of other traders? If the UK 

IPO doesn't think it is, it will object to your mark.  

 Has someone else already registered or applied to register a trade mark that 

looks or sounds similar or the same to yours or similar or the same goods or 

services? If so, the UK IPO will object to your mark.  

 Is the mark likely to be deemed by the UK IPO as 'too descriptive' (i.e. 

describing your goods or services or any characteristics of them) or as 'not 

distinctive'? If so, they will probably object to your mark. Conversely, invented 

words or words that aren't associated with your goods or services are deemed 

as highly distinctive and are often granted trade marks.  

For example, if you wanted to register, 'Quality Web Design' as a trade mark, or 

'Tasty Pies', or 'Beds Direct' – your mark would be objected to for those reasons. 

'Quality Web Design' is too descriptive as it describes what you do exactly; 'Tasty 

Pies' wouldn't work as you are describing the quality of your goods and describing 

what you are selling; 'Beds Direct' would be objected to because the word 'direct' 

describes goods or services sold directly to the public and is widely used. The kind of 

goods being sold is also described. However, 'Farmcos Quality Web Design' might 

be considered to be distinctive enough, as the public would see 'Farmcos' as being 

the trade mark. Furthermore, the addition of an invented word, logo or picture could 

make your mark more distinctive and therefore enable the UK IPO to consider it. 

So, ensure your trade mark sign is a distinctive word, picture, logo or other sign that 

clearly identifies your goods or services from other businesses. You can use the UK 

IPO's Search and Advisory Service to give you a definite option as to whether your 

trade mark is distinctive enough. 

Examples of trade marks include: 

 Names (such as 'Walkers')  

 Slogans (such as 'They're grrreat' – Kellogg's Frosties)  

 Shapes (such as the 'Coca Cola' bottle)  

 Colours (such as the turquoise for Heinz Baked Beans)  

 Logos  

Slogans as trade marks 

Slogans can be notoriously hard to register as trade marks as they often fail for 

being devoid of any 'distinctive character'. Take the slogan for Kit Kat as an example. 

The words "have a break..." when taken by themselves are hardly distinctive. These 

are words used in everyday language and were it not for their use over a long period 

of time would not create an association with the Kit Kat brand. 

http://www.ipo.gov.uk/types/tm/t-os.htm


This is where the 'acquired distinctiveness' provision of the Trade Marks Act comes 

into play. Where a slogan has been used over a length of time so that it could be 

said to have acquired distinctiveness then a trade mark will not be refused 

registration by virtue of it being devoid of distinctive character. Guidance suggests 

that a mark is possible of acquiring distinctiveness if it has been in use for 10 years, 

however this is not the be all and end all as it must still be recognisable in the minds 

of the public. 

What does ™ mean? 

The TM symbol is used to illustrate that a word, phrase, slogan, colour or other 

graphical representation is being used as a trade mark, although it has not been 

registered as such.  

An unregistered trade mark does not have the same protection as a registered trade 

mark; however, there can be legal consequences for anyone who attempts to 'pass 

off' goods using someone else's unregistered trade mark as their own, provided that 

the unregistered mark has achieved a sufficient reputation. Even unintentional use of 

an unregistered trade mark can leave a person open to legal action. 

However, trying to bring a claim for infringement of an unregistered trade mark can 

be both difficult and expensive. It is therefore generally advisable to register a trade 

mark if possible.  

What does the ® symbol mean? 

The presence of an ® symbol signifies that the trade mark has been registered, and 

warns others not to use it without the necessary permission. 

 In order to use the symbol, companies need to apply to have the trade mark 

registered at the Trade Marks Registry, where it will be examined to ensure it 

meets the requirements of a trade mark.  

 Using the ® symbol where a trade mark has not been registered is a criminal 

offence.  

Someone has copied my name: what should I do? 

If your name is used in connection with a business, you may have a remedy under 

the law of trade marks or "passing off". 

To bring a claim for breach of trade mark, you would need to have registered the 

name as a registered trade mark. You should then be able to prevent anyone else 

using your name in respect of other goods or services without your consent, if you 

may suffer loss as a result of such use. 

Potential remedies for unauthorised use of a registered trade mark include: 

http://www.own-it.org/knowledge/trade-marks
http://www.ipo.gov.uk/
http://www.own-it.org/news/passing-off-explained


 Damages – This is compensation for breach using your registered trade mark.  

 Injunction – This orders the other party to stop using your registered trade 

mark.  

 Account of profits – under which you may recover any profits made by other 

party as a result of using your registered trade mark.  

 Ordering up delivery of the offending articles – which may enable any 

infringing products to be delivered to you.  

Note, however, that the other party may have a defence, for example if the name is 

also his or her own name, or if they can show that your trade mark should not have 

been granted, or has not been used in relation to a business. Making threats in 

relation to a trademark can also lead to compensation being payable to the other 

party if the threats turn out not to be justified, so it is important to seek specific expert 

advice before embarking on this. 

The other main possibility is under the law of "passing off". For this, you do not have 

to have a registered trademark, but you do have to show that: 

 You have established "goodwill" in your name in connection with a business;  

 The other party is guilty of misrepresentation by using your name; and  

 The goodwill in your business will or may be damaged by the other party's use 

of your name.  

It is harder to prove passing off than to make a claim for breach of a registered 

trademark – that is the advantage of registration. It is the 'goodwill' (i.e. the 

reputation) of the mark that is protected. New or recently created marks which are 

not widely known are hard to protect in this way.  

Again you should seek specific advice, but if you are successful similar remedies are 

available as for breach of trademark. 

As an additional point, if the other party has registered an internet domain name 

using your name, you may be able to use the dispute resolution procedures now 

operated by the organisations that maintain the domain registrations. These 

procedures may offer a more cost-effective remedy than bringing a trademark or 

passing-off claim. 

In any case, you will incur costs by invoking any of these remedies, and you would 

need to weigh these costs against the commercial value of the name that you are 

seeking to protect. 

What is a Community Trade Mark? 

http://www.own-it.org/news/goodwill-good-what


A Community Trade Mark (CTM) is a registered trade mark which provides 

protection across all Member States of the EU. It is a unitary right which can be 

enforced against an infringer anywhere in the EU.   

Application and registration 

The criteria for registering a CTM are virtually identical to the criteria for registering a 

trade mark in the UK. However, for a CTM, an applicant only needs to make a single 

application to the Office for Harmonisation in the Internal Market (OHIM). Further 

information including fees can be found on the OHIM website. 

Applications may be refused on absolute grounds (i.e. the grounds which generally 

relate to the qualities or characteristics of the mark). There is also an opposition 

period of three months from publication which allows the proprietor of an earlier mark 

from any EU state which is identical or similar to the applicant's mark and relates to 

similar or identical goods to oppose the application. If the opposition is successful 

the application for registration will be refused on relative grounds. The relative 

grounds for refusal are where the applicant's mark is either: 

 identical to the earlier mark; or  

 similar and is likely to cause the average consumer of the goods to be 

confused.  

Once granted, the initial period of registration is 10 years and this may be renewed 

for successive 10-year periods on payment of a renewal fee. 

Invalidity 

A CTM can be revoked or declared invalid on similar grounds to a UK trade mark, 

including for non-use for a continuous period of five years, where the mark has 

become generic or for registration in breach of the absolute or relative grounds. 

Genuine use in only part of the EU is sufficient to defeat revocation on the grounds 

of non-use. 
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